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DETAILED ACTION 

REMARKS 

Claims 2-14 and 16-27 are currently pending. In response to the written 
restriction requirement dated 12/18/06, Applicants chariged the dependency of claims 
18 and 19 and elected to prosecute Group I, claims 2-8, 10-14, 17 and 20-26 and 
Species A, claims 5 and 6. Because the dependency of claims 18 and 19 were clearly 
erroneous, the amendments are accepted and claims 18 and 19 will be examined on 
the merits along with the elected claim group. 

Applicants' argument that claim 23, which was categorized as species B in the 
restriction requirement, should be included as species A is persuasive. Therefore, claim 
23 will also be examined on the merits along with the elected species A. 

In summary, claims 2-5, 7, 8, 10-14 and 17-26 will be examined on the merits. 
Claims 6, 9, 16 and 27 are hereby withdrawn from further consideration as being drawn 
to non-elected inventions. 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the plurality of layers of 
micro pillars recited in claim 19 must be shown or the feature(s) canceled from the 
claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37. CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 



Application/Control Number: 10/695,939 Page 3 

Art Unit: 1743 

prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drav/ing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 
Claims 18 and 19 are objected to because of the following infonnalities: 
The "the supporting member" recited in the claims should be changed to "the 
base member". 

Appropriate correction is required. 

Claims 21 and 22 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claims, or amend the claims to place the claims in 
proper dependent form, or rewrite the claims in independent form. 

The limitations recited in claims 21 and 22 are already recited in claim 24. 



Application/Control Number: 10/695,939 



Page 4 



Art Unit: 1743 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); /n re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 24-26 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 14, 6 and 16 of 
copending Application No. 10/985,972, respectively. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because claims 14, 6 and 
16 of copending Application No. 10/985,97 recite all the limitations of claims 24-26 of 
the Instant application, respectively. . 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 14 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly^ claim the subject matter which 
applicant regards as the invention. 

Claim 14 recites the limitation "the upper substrate". There is insufficient 
antecedent basis for this limitation in the claim. 

The structure of the substrate recited in claim 19 is indefinite. The claim recites 
that a plurality of layers of micro pillars are supported on the supporting member, yet 
the claim also recites that each layer is bonded to supporting members. First, it is 
unclear whether all of the layers are supported on a single supporting member or if each 
layer is supported on separate supporting members. Second, the claim recites that each 
layer is bonded to multiple supporting members. It is unclear how a single layer can be 
bonded to multiple substrates. 

Because the structure of the substrate recited in the claim is indefinite, claim 19 
will not be examined on the merits. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 2-5, 7, 8, 10-14, 17 and 20-26 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Agrawal et al. (US 7, 1 95,872 B2). 

Agrawal et al. claim priority to provisional application 60/393,044 filed on July 1, 
2002. The provisional application includes all disclosure relied upon in the rejection. 

Agrawal et al. disclose a substrate comprising a textured surface for conducting 
chemical and biological reactions. The textured surface are formed by microfeatures, 
and the microfeatures increase surface area for conducting reactions (see Abstract). 
The microfeatures can be integral with the substrate or be made from a material 
different from the substrate (see lines 10-17, col. 17). The substrate and the 
microfeatures can be a thermoplastic organic polymer such as polyethylene, 
polystyrene and PTFE, which is inherently hydrophobic (see lines 17-35, col. 12) or a 
metal (see lines 50-65, col. 4). The shape of the microfeatures can be a cone or a pillar 
(see lines 55-60, col. 4). The microfeatures that fomi the textured surface can have 
heights between 0.1 to 100 microns and cross-sections between 0.01 to 500 sq. 
microns (i.e. about 0.035 microns to 25 microns in diameter if the shape of the 
microfeature is cylindrical, which then corresponds to an aspect ratio greater than 8), 
and the spacing between the microfeatures can be equivalent to the cross-sectional 
dimensions of the microfeatures, which can range from about 0.035 to about 25 microns 
if the shape of the microfeature is cylindrical (see lines 18-22, col. 19). The 
microfeatures can also be functlonalized with biomolecules such as nucleic acid and 
peptides to facilitate reactions (see lines 47-65, col. 5). 
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It should be noted that claims 20 and 24 are product-by-process claims. "Even 
though product-by-process claims are limited by and defined by the process, the 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Because Agrawal et 
al. disclose all the structural limitations of the product, it is considered prior art. 

Even if the process of making the product did further limit or define the product, 
Agrawal et al. disclose that the microfeatures can be formed by compression molding 
(see line 59, col. 16), which is the process that the claims appear to recite. Although the 
reference does not explicitly disclose the steps of the compression molding, it is well 
known in the art that compression molding comprises the steps of pressing a mold onto 
molding material such that the molding material develops the negative shape of the 
mold, and separating the mold from the molding material. 

With respect to claim 10, it should be noted that the claim recites a method step 
of "lacking" to forni clearances, which does not limit the structure of the claimed 
substrate. 

Clairh 14 recites intended use of the claimed biochip. It should be noted that 
limitations directed towards intended use do not have patentable significance. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

'(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966). that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Agrawal 

et al. 

Agrawal et al. do not explicitly disclose that the microfeatures comprise a shape 
that tapers towards the end connected to the substrate such that the base is thinner 
than the distal end. However, Agrawal et al. disclose that the microfeatures cari 
comprise any shape that changes cross-section with depth such that they provide non- 
planar topography to thiB surface (see lines 30-40, col. 16). 

In light of the disclosure of Agrawal et al. it would have been obvious to one of 
ordinary skill in the art to form microfeatures that taper toward the end connected to the 
substrate since such a shape changes cross-section with depth such that provides non- 
planar topography to the surface. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul S. Hyun whose telephone number is (571)-272- 
8559. The examiner can normally be reached on Monday-Friday 8AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571)-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free); If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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